








When Canon Europe took the decision to centralise its IP processes 
by bringing part of its portfolio back in-house it needed a high-end, 
functionally rich IP management system to support the transition 
and ongoing work. Yasutomo Suzuki and Christine Uffindell explain  
why Canon Europe chose CPA Global’s Memotech to Elodie Guillon

Canon Europe is the European headquarters of Canon 
Inc, a world leader in imaging products and solutions 
for the home and office. Founded in 1937, Canon Inc 
is known for developing products such as scanners, 
digital cameras, printers and LCD projectors, and has 
also brought to market inventions in semiconductor 
production equipment. 

With 28,000 cases under management, Canon 
Europe’s patent department files approximately 200 
applications on behalf of Canon Inc every year, in 
addition to European filings from other group company 
offices around the world. 

In 2006, Canon Europe made a strategic decision  
to minimise its operating costs, reduce its dependency 
on outside counsel to oversee its patent portfolio, and 
better manage its intellectual property (IP) matters 
in-house. But at the time the organisation was using 
several ineffective spreadsheets to manage its portfolio. 
Canon Europe quickly realised that it was imperative 
to upgrade its current system to a more robust and 
powerful solution. 

‘The initial phase in selecting a new IP management 
system began with a review and evaluation of Canon 
Europe’s current internal IP management processes to 
determine what critical features and functionality were 
needed in order to move forward,’ explains Christine 
Uffindell, who was brought on board at the time to lead 
the selection process. ‘This discovery period helped us 
to identify specific features that we felt were necessary 
in selecting a new partner and product.’

In particular, the company was looking for an IP 
partner who was established, listened to its clients and 
thoughtfully considered and evaluated their feedback. 
‘The fact that CPA Global continuously invests in 
developing its products, offers regular product updates 
and releases, and involves its clients in new product 
direction were key decision-making factors for Canon 
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‘Using the full breadth of  
CPA Global’s technology,  
we are able to manage  
our portfolio effectively 
while running our IP 
department smoothly’

Christine Uffindell is  
a patent attorney at  
Canon Europe

Europe to trust CPA Global,’ says 
Uffindell. ‘Organisations should think 
of what may change in the long term as 
well as unexpected possibilities when 
evaluating their IP management requirements. One 
of the reasons we chose to work with CPA Global was 
because its products and services could scale with our 
needs.’ Yasutomo Suzuki, head of Canon’s European IP 
Group, adds: ‘CPA Global’s innovative solutions allow 
Canon Europe to manage our portfolio in-house and 
help us to better capitalise on our IP assets.’

Consolidation is key
Uffindell says that using Memotech has already made 
the day-to-day management of the department much 
easier, reducing risk and assisting with streamlining 
their processes. Using Memotech, Canon Europe has its 
built an interface that facilitates the management of its 
annuity payments by recording instructions from Canon 
Inc and collating invoices and reports from its local 
agents directly into the system. This provides ample 
visibility into the portfolio. 

The use of Memotech’s functionality means that 
Canon Europe can now automate workflows, ensuring 
greater accuracy and efficiency. ‘Automatic generation 
of these dates is extremely beneficial and mitigates 
risks for Canon Europe,’ says Uffindell. ‘Maintaining 
our patent rights is obviously extremely important and 
knowing that CPA Global helps us preserve the integrity 
of our data gives us additional peace of mind.’

Even though Canon Europe performed much of the 
implementation of Memotech itself, the team opted 
to work with CPA Global consultants to exploit the 
capabilities of the software and develop an interface  
to manage annuities in line with internal processes. 

‘We were impressed with CPA Global from the 
beginning of the selection process and have been very 
satisfied with its service,’ says Uffindell. ‘The services 
and products on offer are flexible and scalable, and 
can grow with our business requirements. Using the 
full breadth of CPA Global’s technology, we are able to 
manage our portfolio effectively while running our  
IP department smoothly.’

For more information about CPA Global’s Memotech  
and how it could help your business improve the way  
it manages its IP, email eguillon@cpaglobal.com
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the CNC has previously 
been incorporated into 

the Deed. That means that if 
the signatories are no longer 
available by the time the 
assignment application is 
fi led, the owner will struggle 
to complete the recordal.

Eliminating error
In order to adhere to 
these strict formalities 
it’s important that IP 
transactions, such as 
transfers of ownership 
or changes against the 
offi cial record, must not 
only be notifi ed to the 
appropriate patent and 
trademark offi ces in a 
timely manner, but also 
managed and stored 

appropriately within the 
organisation itself. 

And yet it is easy to 
understand why a company 
might fall behind in updating 
IP asset ownership details. 
This work is time-consuming 
and heavy in administration. 

Even in cases where 
companies have fi led the 
requisite paperwork in 
the relevant jurisdictions 

In a recent UK case, a 
multinational technology 
company lost out in the 
courts after it emerged that the 
company had failed to register 
an assignment of the patent 
right with the UK Intellectual 
Property Offi ce (IPO) within its 
six-month limit. Under UK law, 
companies are barred from 
recovering damages or costs 
in infringement proceedings 
in the UK courts where the 
chain of title has not been 
properly updated, even 
where the company is the 
rightful owner of that IP.

The penalties are equally 
harsh elsewhere; in the 
United Arab Emirates, 
for example, signifi cant 
fi nes are incurred if an 
assignment isn’t recorded 
within six months of the 
effective date of transfer. In other 
countries, it is the formality 
requirements that can prove 
challenging. In South Korea, a 
Corporate Nationality Certifi cate 
(CNC) must be submitted 
by the same signatory as 
appears on the Deed of 
Assignment in order to 
effect a legal transfer, unless 

within the timescales allocated, it is not 
uncommon for that paperwork to be 
fl awed or incomplete, leaving the IP 
owner exposed to portfolio management 
risk. Similarly, many companies report 
that although they may start title update 
work in good time, they often struggle to 
fi nish due to a lack of available resources, 
expertise and time. Others fail to ensure 
the chain of title is up to date before 
fi ling the assignment, meaning that the 
deed is prepared, signed and legalised, 
but not in the name of the actual owner.

Invariably, this type of work is 
dealt with in a reactive manner at the 
time of renewal or when assets are 
transferred out of a portfolio as an 
attempt to reduce IP administration 
costs. But, by not updating ownership 
changes in a systematic way, IP owners 
face increased portfolio management 
costs, as well as exposure to business 
and legal risk, including the inability to 
enforce their valuable IP Rights and/or 
benefi t from IP-related royalties. Instead, 
IP record management should play an 
integral part of a sound IP portfolio 
management practice, and that means 
updating all changes to ownership 
records (whether assignments, name 
changes, mergers and address updates) 
in a timely and cost-effective manner. 

But in order to build an IP recordal 
management programme to deliver this, 

A number of high-profi le 
cases have emphasised the 
importance of keeping IP 
ownership rights current 
and up to date. CPA 
Global’s Christine 
Jennings and 
Elizabeth Norwood 
outline the process
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Companies are barred from recovering 
damages or costs in infringement 
proceedings in the UK courts where the  
chain of title has not been properly updated

Outlined below are 
common portfolio 
management issues that 
surface when chain of 
title and IP recordal work 
are not properly updated:

 Difficulty tracking 
and identifying which IP 
assets have been updated 
and which have not; 

 Erroneous record  
title may jeopardise 
validity of the IP in  
some jurisdictions; 

 Recently filed 
applications can be  
held up by IP registered 
in the old name;

 Original evidentiary 
documents could be 
irretrievably lost;

 Prior owners may  
go out of business,  
cease to exist, move  
or change names;

 Prior owners may be 
unwilling to cooperate 
after the passage of too 
much time, especially if 
personnel has changed 
since original transaction;

 Default in applications 
and registered IP 
may occur if official 
documents are delivered 
to old owners and answer 
deadlines are missed;  

 Inability to file  
suit against infringer 
if IP is in wrong name;

 Inability to get 
temporary restraining 
order in infringement 
matters;

 For trademarks, third 
parties may be more 
likely to adopt conflicting 
marks if they think owner 
is defunct; and

 May make divestiture 
of assets more difficult  
or may get lower  
offer if ownership 
appears split or the  
chain of title is not  
up to date.

Are you risking your rights?

companies need to first understand and 
identify the complexity, the dangers and 
the requisite level of expertise needed 
to successfully manage this work. This 
can depend on a number of factors, but 
is most often driven by: the number of 
countries across a portfolio; the number 
of changes of ownership that need to be 
updated; the presence of multiple owners 
within a given portfolio; any uncertainty 
about the current status of official 
ownership records; the need to update 
the chain of title before recordals can be 
made; and the number of foreign agents 
in the same country that are engaged 
in (and therefore need to be managed 
through) the IP recordal process.

Building a strategy
As a general guide the IP recordal 
process can be split into four key steps:
1 Start by evaluating the IP assets in 
question: identify the countries where 
they are registered; assess the chain of 
title and identify integrity issues; and 
select foreign agents in each country to 
carry out the work on your behalf. 

2 Next, prepare your documents for the 
updates, including confirmatory deeds 
and/or evidentiary documentation and 
Powers of Attorney documents; arrange 
for documents to be signed in the 
presence of a notary and factor in time 
for additional preparation depending  
on the laws of each country involved.
3 Instruct your agents in order of 
priority; factor in time to chase agents  
for timely responses and to update 
internal records as and when responses 
are received.
4 Finally, make sure you receive 
all confirmations of the updates by 
monitoring the files. Updated recordals 
should be registered as receipts, and 
you’ll need to check and address errors 
and omissions with agents as they arrive. 

You also need to factor in the time 
needed to manage foreign agent 
invoices, the updating of internal records 
and the budgeting and costs for staff 
time, among other things.

IP recordal work requires a blend 
of skill and knowledge; for example, 
you need expertise in international IP 

administration as it relates to updating 
IP ownership on a global basis; you need 
access to, or knowledge of, the current 
international rules and documentary 
requirements for filing ownership 
changes; and you need to manage 
competing deadlines and multiple lines  
of communication. 

Accordingly, it is a sound practice 
to select resources that can safely and 
cost-effectively manage such a project 
through to completion. If you choose 
to utilise internal resources, consider 
their qualifications, track record and 
existing workloads; if you choose to 
recruit outside resources or commission 
the work to an outside party, try to 
balance experience, expertise and cost. 
Be mindful that the cheapest alternatives 
are not necessarily the most qualified to 
handle the work.  

However you choose to manage the 
process, it’s imperative to invest time 
and effort in the project. Although the 
process may appear to be complicated, it 
is easy to manage it if the correct support 
is in place. Before you begin your next 
project, ask yourself, do we have a clear 
process and the resources to support it? 
In the long run you’ll be glad you did.  

For more information about CPA Global’s 
IP Recordal Solutions, email Elizabeth 
Norwood at enorwood@cpaglobal.com
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The Innovation 
Imperative 
Göran Marklund, Nicholas S Vonoratas and 
Charles W Wessner (Edward Elgar, £69.95) 

Investment in innovation is no longer 
just the responsibility of the private 
sector – public policy also has to provide 
conditions for investment in 
research and development 
(R&D) that are internally 
attractive and effective in 
stimulating innovation and 
economic growth. That’s 
the argument behind The 
Innovation Imperative: 
National innovation 
strategies in the global economy.

Edited by Göran Marklund, head of 
strategy development at VINNOVA, 
the Swedish Governmental Agency for 
Innovation Systems, this helpful book 
focuses on the changing roles and 
challenges of national innovation and 
offers guidance for policy development 
to support and stimulate innovation. 

Using examples in Sweden, the EU 
and the US, the authors outline how the 
opportunities posed by globalisation 
can also put competitive pressure on a 
country’s innovative capacity. Without a 
major renewal of public policy thinking, 
they say, governments may struggle 
to keep pace with global competition 
or fail to capitalise on opportunities 
for sustainable wealth generation, job 
creation and growth. 

Ultimately, they say, provision 
of a positive environment for new, 
innovation-based business is critical to 
the achievement of a healthy economic 
system, and while that may appear to be 
an obvious conclusion, this is an area in 
which much is still to be done.

reviews

Research Handbook on the 
Future of EU Copyright
Estelle Derclaye (Edward Elgar, £175)

Digital Copyright
Simon Stokes (Hart Publishing £39)

Part of Edward Elgar’s 
Research Handbooks 
in Intellectual 
Property series, Estelle 
Derclaye’s Research 
Handbook on the 
Future of EU Copyright 
comes at a key point 
in the European 
copyright landscape, 
as the Commission 
contemplates extending 
music copyright 
protection in its 
member states to 95 years.

Featuring contributions from some 
of Europe’s foremost specialists, this 
research handbook examines practically 
every aspect of copyright law since the 
EU fi rst started to look at harmonising 
its rules some 15 years ago, as well as 
examining where the current system 
falls short or stops working completely.

What went wrong with the 
harmonisation acquis? What could the 
directives have done better? Should 
copyright be further harmonised? 
Experts from each of the European 
member states give a critical account of 
EU harmonisation in their jurisdiction, 
and ask whether further harmonisation 
is desirable or not. 

By providing an overview in this way, 
the handbook not only gives guidance 
to European institutions as to what 

remains to be remedied, but also creates 
the fi rst overall picture of current and 
future EU copyright law.

Switching to the equally tricky 
question of copyright protection online, 
Hart has recently released the third 
edition of Simon Stokes’ Digital Copyright. 
In the fi rst edition, Stokes argued that 
copyright law was changing at an 
unprecedented rate as the digitisation of 
content and the growth of the internet 
was posing many challenges to the way 
copyright-protected material was being 
protected, licensed and managed. 

As with the second edition, the 
main updates in this edition address 
developments in copyright law, 
database law and moral rights as they 
apply to general copyright law, as well 
as user-generated content and Web 2.0. 

Both the public and private sectors 
rely more and more on digital content 
and services, which means copyright 
law continues to be a hotly debated 
topic. The books by both Derclaye and 
Stokes help to put the ongoing copyright 
debate into perspective and provide 
practical guidance for those creating or 
exploiting digital content or technology, 
whether in academia, the software, 
information and creative industries, as 
well as other areas of the economy. Both 
academics and practitioners will fi nd 
these books an invaluable guide to this 
rapidly developing fi eld of law.

Is there a book you’d like to see reviewed in IP Review? 
Please send full details to ipreview@cpaglobal.com
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Readers can order Digital 
Copyright (rrp £39) at 
the special price of £28 
(excluding p&p). To order, 
visit www.hartpub.co.uk or 
call +44 (0)1865 517530 
with your credit card details, 
quoting ‘IPREVIEW09’. Offer 
ends 15 May 2009.

The Innovation 
Imperative (rrp £69.95) 
and Research Handbook 
on the Future of EU 
Copyright (£175) can both 
be ordered at Edward Elgar’s 
discounted web rate via 
www.e-elgar.co.uk.

CATS (rrp £8.99) can be 
ordered at the special price 
of £6.50 (including p&p in 
the UK). To order, please 
call +44 (0)1628 502720 or 
visit www.mcgraw-hill.co.uk 
with your credit card details, 
quoting ‘CATS_09’. Offer 
ends 15 May 2009.

CATS: The 
nine lives of 
innovation
Stephen C Lundin 
(McGraw-Hill, £8.99)

Stephen C Lundin provides 
the perfect counterbalance 
to the policy-driven 
arguments of 
The Innovation 
Imperative (see 
left) with his 
light-hearted 
approach to the 
topic in CATS: 
The nine lives of 
innovation. Lundin insists 
that too much attention has 
been devoted to companies’ 
top-line strategies and 
far too little has been 
given to the primary 
source of innovation: their 
employees. He describes 
what innovation looks like 
on a personal level, saying, 
‘companies don’t innovate, 
people do.’

CATS focuses on the 
nine ‘lives’ of innovation, 
including the need to put 
employees in the right 
environment in which to 
think freely, and that the 
need to accept failure is part 
of the process of creation.

Unlike other books that 
talk about innovation in the 
abstract, Lundin’s is a down-
to-earth and playful read, 
containing plenty of tips 
and advice for generating 
energy and productivity in 
the workplace.

The paper cup, which has just celebrated its 100th 
birthday, is such a familiar item that we forget the 
strangeness of the concept. After all, what usually 
happens to paper when it gets wet? It falls apart, 
does it not? Interestingly, the motivation behind the 
development of paper cups and their accompanying 
dispensers was hygiene rather than economy. 
Previously, public water fountains and coolers had 
typically been equipped with just one shared drinking 
vessel. The unsatisfactory nature of this arrangement 
became apparent with the increase in germ awareness 
that marked the fi rst decade of the twentieth century.

In 1907, a Boston lawyer named Lawrence Luellen 
learned that a group of investors was planning to 
develop a paper cup-dispensing vending machine to 
tackle the hygiene issue. They proposed using fl at-
folded cups but Luellen decided that it would be much 
more sensible to present purchasers with cups that 
were already open. He set to work on the problem and 
came up with two solutions, one involving a one-piece 
pleated cup, the other a two-piece version. The paper 
was treated with paraffi n to render it waterproof. He 
also designed a nifty dispenser. 

In 1909, Luellen teamed up with fellow Bostonian 
Hugh Moore to form the Public Vendor Cup Company. 
The pair then embarked on a public health campaign 
to endorse their product, which was initially called the 
Health Kup. Soon their cups and vending machines had 
become standard fi xtures in the nation’s trains. Business 
was further boosted by the fl u epidemic that broke out 
after World War I, but by now several competitors had 
entered the market. In 1919, Moore decided to give the 
Health Kup a catchy new name. Thereafter it would be 
known as the Dixie Cup.

Next time you congregate around the offi ce cooler, 
give thanks to Luellen and Moore that you don’t have to 
share a cup with your colleagues.

The 
paper 
cup
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A company’s name, as any IP professional 
will tell you, can make or break customer 
reaction and market success. Perhaps 
that’s why it’s so difficult for IP-related 
organisations to settle on a suitable title, 
says Richard Brass
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What’s in a name?

lighter side

The relabelling of PwC 
Consulting as Monday was 
‘the right fit for a company 
that works hard to deliver 
results’. But this was one 
result that didn’t deliver,  
and the name was retired 
just six weeks later

Richard Brass is a 
columnist for The Times. 
He writes on business 
issues for The Daily 
Telegraph and is a  
former editor of Punch

Companies change their names for any number of 
reasons. Sometimes they want to freshen up their image 
and be down with the kids. Sometimes they want to 
identify with their best products, or reflect plans to 
move into new areas. And now and then they realise 
they’ve done something terrible, and want to ensure  
the incoming mud sticks to the old name.

Whatever the motivation it’s a very big deal, and 
the problem is that no one really knows how to do it. 
Sadly there is no secret formula for coming up with 
a snappy title that gets across the ideas of corporate 
strength, dazzling innovation, youthful energy, mature 
experience, financial propriety, customer care, human 
warmth and rat cunning; one that’s catchy, easy to say, 
looks good on letterheads and sponsorship material, 
and that nobody else is using.

Plenty of people pretend there is such  
a formula and earn themselves beachside 
homes and classic cars by convincing others 
that they know it, which is why fretful 
executives in the middle of big corporate 
overhauls happily dump the problem in  
the hands of these masters of mystery and 
think their troubles are over.

But however many presentations on 
brand equity, positioning and mental space 
you listen to and however much Issey Miyake your 
consultants wear, in the end your guess is really as good 
as theirs. They have no control over the public response 
to what finally comes out of the pipe and, like you, all 
they can do is sit back and hope it doesn’t stink.

And sometimes it certainly doesn’t. Would you turn 
to the Minnesota Mining and Manufacturing Company 
for your high-tech stationery needs? Probably not, but 

3M carries just the right note of efficient 
modernity. Some scoffed when BT 
Wireless was relabelled as O2, but before 
long the new name came to be admired 
for its cool, youthful tone and, helpfully, 
it was so clearly disconnected from the 
parent company that the business could 
easily be hived off and sent on its way.

When Arthur Andersen Consulting was ordered to 
change its name as part of a court settlement in a long-
running dispute with Arthur Andersen, the choice of the 
name Accenture was widely derided as an example of 
business-babble taking the place of honest labelling. But 
shortly afterwards, the collapse of Arthur Andersen over 
Enron made choosing a name so different from its tainted 

former parent seem a prescient move.

On the flip side
But if it does go wrong, it goes very wrong. 
The renaming of the UK Post Office as 
Consignia is one of the great branding goofs 
of recent times. It was soon rebadged as the 
Royal Mail Group, but not without lasting 
damage to some very big reputations. When 
the UK Department of Trade and Industry 
decided to reflect its changing role by giving 

itself the new title of the Department for Productivity, 
Energy and Industry, a storm of derision led to the old 
name being restored within a week. And the relabelling 
of PwC Consulting as Monday was, said the CEO, 
‘the right fit for a company that works hard to deliver 
results’. But this was one result that didn’t deliver, and 
the name was retired just six weeks later.

All of which goes some way towards explaining  
the nervousness of the UK’s intellectual property 
authority when it was time for a rename to reflect its 
changing role. In April 2007, out went the Patent Office, 
to be replaced by the UK Intellectual Property Office 
(UK-IPO), which was ditched in turn last November  
in favour of the Intellectual Property Office (IPO).

Along with the reprinting of stationery and the 
screwing on of new nameplates, there’s no saying what 
kind of anguished head-scratching and late nights were 
involved in these momentous changes at the IPO, and it’s 
hard not to be a little sympathetic. But let’s hope they’ve 
got it nailed this time, because if they don’t know who 
they are then there’s not much hope for the rest of us.
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Win an Apple 
iPod Touch and 

Bose sound system 
worth £500

REGISTER YOUR VIEWS 
on the state of the 
IP industry today for 
a chance to win
Have your say on the biggest IP challenges 
facing your sector and outline what you 
think policy-makers and industry leaders 
should be doing about them, by visiting 

www.cpaglobal.com/survey 

and taking part in IP Review’s inaugural 
survey of IP specialists across the world. 

Register your views before 17 April 2009 and 
you’ll be entered into a free prize draw to win 
an iPod Touch 8GB with Bose SoundDock and 
Sony headphones worth £500!

We will be announcing the results of the survey and the prize draw on 17 May 2009 
at INTA (CPA Global booth 320) and on IP Review Online (www.ipreview.com) 
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CPA Global
at INTA 2009

Visit CPA Global in Seattle at the 131st INTA 
Annual Meeting from 16-20 May 2009

CPA Global is built on a clear and simple vision: 
Realising value for our clients and helping them 
to succeed. From the very start of the 
relationship, we put our clients at the centre of 
everything we do. At INTA 2009 we will showcase 
the solutions and results we have provided for 
our clients around the world. We invite you to 
visit CPA Global at booth 320 to learn how your 

industry peers are addressing today’s challenges 
and complexities and to receive the results of our 
inaugural ‘state of the industry’ survey. Leading 
CPA Global clients will also be discussing best 
practices for ‘managing trademarks in today’s 
economy’ and ‘technology and trademark 
management’ in two breakfast briefi ng sessions.  

We look forward to seeing you in Seattle! 

To fi nd out more about CPA Global at INTA 2009 or to book a place on one of our 
breakfast briefi ng sessions, please email realisingvalue@cpaglobal.com
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